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With respect to the declaration filed under 37 CFR 1 .131 it has been considered 
but is not found as persuasive. The examiner has applied new prior art in this action so 
this issue is moot; however, the examiner will address it briefly. The evidence 
submitted to show conception of the invention is not commensurate with the claims. 
Where does the evidence discuss any "proving" of the initial application? The examiner 
cannot find this in the documents submitted as evidence. Applicant has the 
responsibility of pointing out what is relied upon in the evidence for supporting particular 
claim limitations. Applicant has not provided any explanation at all regarding what the 
evidence is aileged to show and how this related to the claims. All the inventors have 
done is a cut and paste language from the specification into the body of the declaration 
with no discussion as to how the evidence supports what is claimed in the claims. 
Overall the examiner has trouble accepting this evidence as being persuasive. After 
reviewing the evidence multiple times, the examiner is not clear how this supports what 
is claimed. Applicant has not clearly explained this to the examiner and it is not up to 
the examiner to try to figure this out. The 131 declaration is ineffective and is not 
persuasive. This is a moot point in the opinion of the examiner because of 102(b) type 
of art that is being newly applied to the claims. 
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1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 1-6 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Applicant should take notice that the claims 
are rejected for multiple reasons as set forth below. 

For claims 1,2,5,6, the claims are not considered to be reciting statutory subject 
matter. 35 USC 101 limits the types of subject matter that is eligible for patent 
protection. Not all methods are patentable under 35 USC 101. Claim 1 and 2 are 
reciting a method that involves only humans and human intelligence in executing the 
claimed steps. A process type of statutory claim must be either (1) tied to a particular 
apparatus, or (2) operated to change materials to a different state or thing. Claims 1 
and 2 are not tied to any particular apparatus and do not operate to change anything 
from one state to another. As stated in the recent decision by the Federal Circuit in the 
case of In re Stephen W. Comiskey, "mental processes, or processes of human 
thinking, standing alone are not patentable even if they have a practical application." 
The instant claims are not tied to another statutory class of invention and depend 100% 
on the use of human mental processes. The application of humans and their 
minds/intelligence to solve practical problems is not in and of itself patentable. Claims 1 
and 2 are considered non-statutory for this reason. 

For claims 1 ,2,5,6, the examiner views the claims as simply reciting an "abstract 
idea" that is specifically excluded from being eligible for patent protection by 35 USC 
101 . Applicant is just claiming a very generic and broad abstract idea of how a product 
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is to be developed and there is no practical application claimed. In determining what 
the applicant has actually invented, the examiner has consulted the instant specification 
and notes that there is no substantive discussion about this invention other than in an 
abstract sense and there is no disclosed actual application to anything specific that 
would constitute a "practical application" as far as 35 USC 101 is concerned. Clearly no 
practical application has been claimed. The claims 1 and 2 are reciting an abstract idea 
and their allowance would act to preclude any and all product development in the United 
States when the product is in part developed from existing technology (this would be 
preemption). Claims of this type are specifically excluded from being eligible for 
patenting by 35 USC 101. Applicant is not entitled to patent a process claim that covers 
every conceivable application of that process, as this is best understood by the 
examiner this is what is known as "preemption" as far as 35 USC 101 is concerned. 
Allowance of these claims would not foster more innovation by our society, they would 
stifle innovation and prevent further product research and development. This is not 
what patents were intended to cover as far as the "useful arts" goes. 

For claims 1 ,2,5,6, the examiner does not find that the process produces a 
useful, tangible, and concrete result. All of the steps are totally dependent on people 
and their intelligence/minds making certain decisions. The specification provides not 
guidance whatsoever as far as how this process is to be accomplished. The 
specification is lacking in guidance to such an extent that the claimed process is not 
considered to be repeatable to any substantial degree that would allow the same results 
to be achieved. The process is not concrete. As far any alleged result is concerned, 
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the examiner does not feel that there is any tangible result to what is claimed. The 
language claiming "developing products" does not even require anything to be produced 
in the real world. The developing products step can be just a mental step of thinking 
about what products can be made (i.e. mental development). This does not result in a 
useful, tangible and concrete result as is required by 35 USC 101. 

For claims 5,6, additionally, there is no result occurring when you just task a 
group with a thing to do. It does not require that they actually do anything. People are 
tasked to do things all the time, but frequently nothing is done and there is no result to 
the step of tasking. To claim that a group is "tasked" is not a process that even has a 
result. The examiner believes that claim 5 is more clearly lacking in a concrete, useful, 
and tangible result. There is no result at all. 

For claims 3,4, the "system" as claimed is not statutory. None of the elements 
claimed fall into any one of the allowable statutory classes of invention so the claim is 
not directed to statutory subject matter. The "groups" claims are really people, which 
are not allowed to be claimed in apparatus types of claims. The "goals" that are claimed 
are not even real world tangible things, they are intangible concepts. The "process" that 
is claimed is not a real world tangible thing. The claimed "goals" and "process" do not 
define any structure that could possibly constitute a system (apparatus). With respect 
to claiming the "groups", that applicant freely admits are groups of human beings, this is 
not an allowable statutory class of invention. Humans are not an apparatus and are not 
a process of doing anything. Applicant is very incorrect in their arguments that groups 
of people can be patented. 35 USC 101 specifically excludes humans from being 
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claimed in apparatus types of claims. Humans can be part of process claims but cannot 
be claimed as an element of an apparatus type of claim, which is what applicant is 
doing. People are not "property" and cannot be owned. Claiming a system, where the 
only real world structure claimed are groups of humans, is essentially claiming the 
groups of people as an intellectual property right, which is not statutory. 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 1,2,5,6 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Upon a review of the specification for guidance on how the claimed steps are to 
be executed and performed, it is found that there is no further discussion provided. 
Applicant has only disclosed an abstract idea of a general process that is not limited to 
anything specifically as far as a product goes. With respect to practicing the claimed 
invention, one of skill in the art is left simply guessing as to how the claimed steps are 
supposed to be executed. The very purpose of patents is to convey useful information 
to the public so that further innovation is fostered. With this in mind, upon a review of 
the specification, it is not clear at all as to what applicant has allegedly invented other 
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than just an abstract idea. The specification provides not details or guidance on how 
one of skill in the art should go about identifying an entry vehicle that is not too narrow 
but broad enough as claimed. Nothing is disclosed about how the step of "proving" is 
accomplished. What is required to do this step? This is not clear. The specification is 
so broad that it is not considered to be an enabling disclosure. If applicant has invented 
a new process as alleged, then what are the steps that are involved and how are they 
actually performed? This has not been disclosed. The specification does not provide 
enough information to enable one skilled in the art to practice the claimed invention 
without undue experimentation. Each step could feasibly be performed in different 
manners and one of skill in the art would have no idea what the actual "novel" method 
is. A person skilled in the art attempting to practice the claimed invention would more or 
less be left to himself or herself to develop the actual process itself and figure out how 
the claimed steps are to be performed because applicant has not disclosed anything 
about the process that enables its use and practice, other than the abstract idea of the 
process itself. The claims are not enabled. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1-6 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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For claim 1, with respect to the language "proving the technological concept for 
the entry vehicle application", what is being proved? This is not claimed and renders 
the claim as indefinite. Applicant must claim what it is that is being provided to make it 
clear what is being claimed. The examiner also notes that the preamble recites that the 
method is for "presenting marketable products to a new or existing customer base". It is 
not clear if the claim requires any presentation step where products are presented to 
any customers. There is not step of presenting in the body of the claim but this is part 
of the recited method in the preamble. Is a presentation step required? This is not 
clear. 

For claims 2,4,6, the scope of this claim is not clear at all. What does reciting 
that the entry vehicle application is "narrow enough in scope to reduce development 
time" and that it is "broad and flexible enough to be applicable to additional applications" 
mean? What does this require? What kinds of entry vehicle applications are inside the 
scope of this claim and what kinds are not? This is not clear. One wishing to avoid 
infringement would want to know what the metes and bounds of this claim is so they 
can ensure that they are not infringing. This language is so vague and unclear that one 
wishing to avoid infringement would not have been reasonably made aware of the 
scope of this claim. This claim is indefinite and the examiner has no idea as to what the 
scope of this claim is. 

For claim 3, it is not clear as to what the system is that applicant is attempting to 
claim. A system claim is this one is interpreted to be an apparatus type of claim. 
Nothing in the body of the claim is reciting anything that would constitute part of a 
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system. "Goals" are not real world things and are not recitations directed to structure of 
a system. The "process" claimed is also not a real world thing. The claimed "groups" 
are really people, and they cannot define an apparatus. What is there claimed that can 
possibly constitute a system? Nothing has been claimed in the opinion of the examiner 
and because of this reason the claim is not definite. One wishing to avoid infringement 
would have no idea what the system is structurally that is being claimed. The language 
of "the decision process including identifying an entry vehicle application" leads the 
examiner to question if this is a method claim? How can applicant claim a method step 
as part of a system? IT is not clear what the system that is being claimed is made up of 
because nothing recited in the body of the claim defines any structure to any kind of 
system/apparatus. 

For claim 5, what statutory class of invention is this claim? The language "In a 
business" seems to indicate that the claim is directed to an apparatus. Applicant 
appears to be using a "Jepson format" type of claim for an improvement. Then the 
claim recites "a method for streamlining a product development process comprising". Is 
this an apparatus or a method type of claim? This is not clear. As best understood by 
the examiner it has been treated as a process claim. Also not clear is whether or not an 
entry vehicle application selection step is required. It is claimed that the research group 
is tasked to develop a new technology to be used in an entry vehicle application. No 
new technology is ever actually developed, only the tasking of the research group. If no 
new technology has been developed and all that is claimed is the tasking step, is there 
an entry vehicle selection step occurring? Wouldn't the new technology have to come 
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first so you know what it is, so you can develop a product from that new technology? 
The entry vehicle application depends directly on the developed technology so if the 
technology is not developed, is there an actual step of selection occurring? It is not 
clear if the step of selecting the entry vehicle application is part of the claim, or if this is 
a step that occurs in the future once the new technology is developed. Or is this 
claiming that the entry vehicle application came before the new technology? If this is 
what is being claimed then the step of selecting an entry vehicle application has already 
happened and is not part of the claimed method. If the new technology were 
developed for an entry vehicle application, then one would assume that the selection of 
the entry vehicle was already known as of the "tasking step", which means that this step 
has already happened and is not part of the method being claimed. Claim 5 is 
indefinite. 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 1,2, are rejected under 35 U.S.C. 102(b) as being anticipated by the 
article "The Global Positioning System". 

For claims 1 ,2, the article discloses that in a 1 973 meeting at the Pentagon, the 
idea of a GPS system was conceived. This initial idea is the claimed "specific 
technological concept" that was identified and then developed into a product. The initial 
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application (entry vehicle application) is the use by the military of the GPS system once 
it was operational. This was started in 1978 and was at full capacity and finished in 
1993. The system proved it worked. It worked so well in fact that private companies 
pressured the United States government into allowing the GPS system to be used for 
commercial purposes. This is where the claimed identification of "additional 
applications" for the proven concept (GPS) is found. The proven concept of GPS was 
taken from the military and adapted for use in the civilian/commercial side. The article 
discloses some examples of the various products that have been developed based on 
this initial concept of GPS that was developed in 1973. The various 
applications/products include many types of vehicles using GPS for accurate positioning 
and maps of routes, such as cars, trucks, boats, and planes. Another application is the 
use of GPS technology in mapping and surveying. Earthquakes and the shifting of the 
earth's tectonic plates are even disclosed as being monitored by using GPS technology. 
This article discusses a specific example of the broad abstract idea that is claimed in 
claims 1 and 2. 

9. Claims 1,2, are rejected under 35 U.S.C. 102(b) as being anticipated by the 
article "Adept, Adapt, Adopt, Three hurdles for new products". 

For claims 1,2, the article discloses the idea of using military technology and 
developing new products from that technology. The military has developed a specific 
technological concept into an entry vehicle application. An example is found on page 
815 where it is discussed that scientists and the Wright Laboratory developed some 
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sophisticated electro-optics for a military purpose. The entry vehicle application is the 
military use of the electro-optics. Then it is disclosed that the scientists became aware 
of another problem in the medical field. They applied their military developed electro- 
optics to make a medical breakthrough. This is the act of taking that entry vehicle 
application and identifying additional applications that it can be used in and developing 
a new product. This is the essence of this article. Take a proven technological concept 
and use it to develop and market new products. 

10. Claims 3,4, are rejected under 35 U.S.C. 102(b) as being anticipated by Abelow 
(5251294). 

For claim 3, the examiner has treated the claims as reciting nothing more than 3 
groups of people that are able to do certain things. The claimed "goals" and "process" 
are not defining anything that is tangible and real. Weight is not given to these 
limitations in these system claims. The only real thing claimed is groups, which are 
actually groups of people. To that extent, Abelow in column 11, lines 12-36 discloses 
that with respect to a business that is trying to reach a goal for a particular product 
(doubling battery life), there are various departments involved such as a research and 
development team, product design and marketing, manufacturing, distribution channel, 
etc.. This anticipates what is claimed because there are 3 groups of people disclosed, 
which is what is claimed. People are inherently able to conduct research (just like the 
job of a patent examiner who is a human being), are able to adapt products, and are 
able to market products as claimed. The functional language about each group can 
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inherently be performed by groups of people, especially the groups of people disclosed 
by Abelow (research and development team, product design and marketing, 
manufacturing, distribution channel). 

For claim 4, the "entry vehicle application" is not part of the system and is not a 
real world tangible thing that defines any structure to a system. This claim is not reciting 
anything further as far as structure goes and is satisfied by what is discussed for claim 3 
above. 

1 1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth insertion 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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13. Claims 3,4,5,6, are rejected under 35 U.S.C. 103(a) as being unpatentable over 
"Adept, Adapt, Adopt, Three hurdles for new products". 

For claims 3,4, the only things claimed that are real world are the "groups". The 
groups are really just groups of people. The "goals" and "process" claimed define 
nothing structurally to a system. The article discloses on page 814 the existence of a 
"research department", which is a research group. Also disclosed are "manufacturing 
people" that are to adopt new methods. This is considered to be the "development 
group" that is claimed. Not disclosed is a "commercialization group". The examiner 
sees this as being more or less a marketing group that is trying to market the product 
and bring it to market. It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to provide a "commercialization group" that markets 
the product. All that is claimed is 3 groups of people, two of which are disclosed by the 
article. Clearly when one is developing a new product, one has to have a marketing 
plan and one of ordinary skill in the art is very aware of having a team that concentrates 
on marketing and brining the actual product to market in a successful manner. To add a 
commercialization group to the article is obvious to one of ordinary skill in the art. 

For claims 5,6, the article discloses on page 814 the existence of a "research 
department", which is a research group. Also disclosed are "manufacturing people" that 
are to adopt new methods. This is considered to be the "development group" that is 
claimed. Not disclosed is a "commercialization group". The examiner sees this as 
being more or less a marketing group that is trying to market the product and bring it to 
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market. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide a "commercialization group" that markets the product. 
Clearly when one is developing a new product, one has to have a marketing plan and 
one of ordinary skill in the art is very aware of having a team that concentrates on 
marketing and brining the actual product to market in a successful manner. To add a 
commercialization group is obvious to one of ordinary skill in the art. With respect to the 
recitation of having all 3 groups decide on the entry vehicle application, this is not 
disclosed. One of ordinary skill in the art at the time the invention was made would 
have found it obvious to have these 3 groups get together to decide on the entry vehicle 
application so that more input is gathered and more experienced people are in on the 
decision making process. One would expect that the more people you have looking at a 
problem or task, the more likely you are to get a better solution. This is a result that is 
predictable and would be expected. 

14. Applicants arguments have been fully considered but they are not persuasive. 

With respect to the 101 rejection, applicant's arguments are moot based on the 
new grounds of rejection and the recent decision of In re Stephen W. Comiskey, which 
is a precedential decision that has clarified the issue regarding what is statutory subject 
matter. The PTO urged the court to clarify the position on 35 USC 101 with respect to 
statutory subject matter so that the office can have guidance on this issue. The court 
did exactly that and the facts (claimed subject matter) of this application seem very 
much commensurate with the issues decided in In re Stephen W. Comiskey. A decision 
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by the federal courts trumps a decision by the Board of Patent Appeals and 
Interferences, so arguing Ex Parte Lundgren is not persuasive. 

With respect to the claiming of humans in system claims 3 and 4, the argument is 
not persuasive. The patent laws have never allowed an applicant to claim people as 
part of their invention when dealing with system claims. Claim 3 is directed to nothing 
more that 3 groups of people, which is not statutory. Applicant has even admitted that 
these groups are made up of people on page 9 of the response. Contrary to what has 
been argued, the claiming of groups that includes people does render the claim as non- 
statutory. Humans are not man-made, they are not an apparatus, and they are not a 
process by which something is done. Claims 3 and 4 do not fall into any one of the 
allowable statutory classes of invention. Groups of people may be put together or 
assembled by other people, but that reason is not sufficient to conclude that the 
inventors are entitled to patent the groups themselves. The examiner also notes the 
existence of the 13 th amendment to the constitution which forbids ownership of people, 
which is what applicant is more or less claiming as their intellectual property. Not 
everything in the world is patentable, especially groups of humans beings as is being 
claimed. These claims as a whole are reciting nothing more than groups of humans, 
which is not statutory subject matter. 

15. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Roosevelt et al. (20020147627) discloses a product development 
process. 
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16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dennis Ruhl whose telephone number is 571-272-6808. 
The examiner can normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on 571-272-6812. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




DENNIS RUHL 
PRIMARY EXAMINER 



